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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- if NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33), 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )M Responsive to communication(s) filed on 21 May 2007 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 
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5) D Claim(s) is/are allowed. 
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DETAILED ACTION 

1 . This action is in response to the amendment file on, May 25, 2007. 

2. Claims 1, 3, 14, and 20-21 are amended, claims 2, 4, 9-13, 15, 17, and 22-26 are cancelled, claims 
27-36 are newly added and claims 1, 3, 5-8, 14, 16, 18-21 and 27-36 are pending. 

3. The previous objections to the specification and the drawings have been withdrawn in view of the 
amendment. 

4. The rejection of claims 1-3, 9-10, 14-16 and 22-23 under 35 U.S.C. 102 (e) as being anticipated 
by Doss (US 2003/0046296 Al) has been withdrawn as necessitated by the amendment and claims 
cancellation. 

5. The rejection of claims 1 1-13 and 24-26 under 35 U.S.C. 103 (a) as being anticipated by Doss 
(US 2003/0046296 Al) in view of Malik (US 2003/0219104 Al) has been withdrawn as the claims have 
been cancelled. 

Claim Objections 

6. Claims 20-21 are objected to because they are dependent on cancelled claim 17. These claims are 
being examined as dependent on claim 1 . 

Appropriate correction is required 
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Information Disclosure Statement 



7. The information disclosure statement (IDS) submitted on 5/21/07 is in compliance with the 
provisions of 37 CFR 1.97. Accordingly, the information disclosure statement is being considered by the 
examiner. 



The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

9. Claims 35-36 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Claims 35-36 are method that refers back to Claim 29, which is a graphical user interface claim. 
The Office considers any claim that refers to another claim as dependent thereon, i.e. a dependent claim. 
Since claim 29 is a graphical user interface comprising two steps and claims 35-36 make it unclear as to 
what statutory subject matter is being claimed. 
See Ex parte Lyell, 17 USPQ2d 1548 (Bd. Pat. App. & Inter. 1990) 



Claim Rejections - 35 USC § 112 



8. 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 



Claim Rejections - 35 USC § 101 



10. 



35 U.S.C. 101 reads as follows: 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 
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Claims 1, 3, 5-8, 27, 29-30 and 33-34 are rejected under 35 U.S.C. 101 because of non-functional 
descriptive material. The claimed invention is drawn to a list of items that are shown on a window ( a 
contacts list and an icon) which are just descriptive material, but there are non-functional. Furthermore, 
the "graphical user interface" appears to be claiming computer program per se. Since it is not embodied 
on a computer readable medium , claiming computer program alone would be non-statutory. 

Claim Rejections - 35 USC§ 103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 1, 3, 14 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Doss (US 
2003/0046296 Al) in view of Becker (US 2002/0130904 Al). 

Claim 1 Doss discloses a graphical user interface that enables a user to access an instant messaging 
service, the graphical user interface comprising: 
a window that includes: 

a contacts list listing one or more other users of the instant messaging service selected by the user 
as significant to the user, the contacts list being configured to make online presence information for the 
other users perceivable to the user (p.l, para [0007] and [0008]); and 

an icon associated with one of the other listed users (fig. 7) but does not explicitly disclose 
indicating that an email message has been exchanged between the user and the other user. However 
Becker discloses an email message notification after it has been sent" (p.l 1, para [0088]). Therefore, it 
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would have been obvious to one having ordinary skill in the art at the time the invention was made to 
include Becker 's email exchange notification in Doss . One would have been motivated to do so in order 
to facilitate data sharing as required while the user is being notified of such data transferred. 
(Examiner note: It's inherent that a user should be part of another user list to identify his/her status and 
therefore, communications can occur between them.) 

Claim 3: Doss and Becker disclose a graphical user interface as in claim 1 above, Doss further discloses 
the icon is displayed only if the user selects a representation of the other user in the list of other users (p.2, 
para. [0018]). 

Claim 14: Doss discloses a method comprising: 

providing an instant messaging system to a user (Page 1, Par. [0007]) (Examiner note: The use of 
a network or internet makes computer service inherent); 

displaying to the user of the instant messaging service a graphical user interface that enables the 
user to access the instant messaging service, the graphical user interface comprising a window that 
includes a contacts list listing one or more other users of the instant messaging service selected by the 
user as significant to the user (p.l, para. [0008]), the contacts list being configured to make online 
presence information for the other users perceivable to the user and to enable the user to initiate 
communication sessions with the other users (p.l, para. [0007]); and 

displaying an icon associated with one of the other users (fig. 7) but does not explicitly disclose 
the contacts list indicating that an email message has been exchanged between the user and the other user. 
However Becker discloses a " (p.l 1, para [0088]). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to include the email exchange notification in 
Doss . One would have been motivated to do so in order to facilitate data sharing as required while the 
user is being notified of such data transferred. 
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Claim 16: Doss and Becker disclose a method as in claim 14 above, Doss further discloses comprising 
displaying the icon when the user scrolls over a representation of the other user in the contacts list of 
other users (p. 2, para. [0018] lines 9-12). 

13. Claims 5-8 and 18-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Doss (US 
2003/0046296 Al) in view of Becker (US 2002/0130904 Al) and in further view of Widger (US 
2005/0117733). 

Claims 5 and 18: Doss and Becker disclose a graphical user interface as in claims 1 and 14 above, but 
does not explicitly disclose an icon indicates that an unread email message has been exchanged between 
the user and the other user. However, Widger discloses in "Fig. 7, an example of a system tray showing 
an icon that identifies to the user that new messages have been received" (p. 6, par.[0045]). Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the invention was made to 
include a new message icon in Doss . One would have been motivated to do so in order to assure 
notification and fast access to email message. 

Claims 6 and 19: Doss and Becker disclose a graphical user interface and a method as in claims 1 and 14 
above, but does not explicitly disclose icon indicating the number of unread email messages that have 
been exchanged between the user and the other user. However, Widger discloses "a message notification 
icon... with associated number of messages received" (Examiner note: Since the message icon displayed 
the number of messages received; therefore the number of unread email message is inherent.) (p. 5, 
par.[0038]). Therefore, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to notify the user in Doss about the number of messages received. One would have 
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been motivated to add that feature in order to enable the user to quickly and efficiently handle received 
email messages. 

Claims 7 and 20: Doss and Becker disclose a graphical user interface and a method as in claims 5 and 14 
above, but does not explicitly disclose an icon, when selected by the user opens or activates an application 
to read the email message. However, Widger discloses "a message notification portion when clicking on 
the icon accesses the associated application" (p. 5, par. [0038]). Therefore, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to include that feature into Doss . 
One would have been motivated to add that feature in order to quickly access and review one's email 
content without interruption. 

Claims 8 and 21 : Doss and Becker disclose a graphical user interface and a method as in claims 6 and 14 
above, but does not explicitly disclose an icon, when selected by the user, opens or activates an 
application listing multiple email messages exchanged between the user and the other user. However, 
Widger discloses "a message notification icon... with associated number of messages received" (p. 5, par. 
[0038]). Therefore, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to include a new message icon that shows listing of multiple e-mail messages in 
Doss . One would have been motivated to do so in order to better organize the email message inbox. 

14. Claims 27-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over Doss (US 
2003/0046296 Al) in view of Becker (US 2002/0130904 Al) and in further view of Jenkins (US 
6,950,502 Bl). 



Claim 27: Doss and Becker disclose the graphical user interface as in claim 1 above, wherein the window 
further comprises a calendar associated with a particular one of the other listed users indicating that a 
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calendar event has been scheduled that involves both the user and the particular other user and enabling 
determination by the user that the calendar event involves the particular other user (p. 2, para [0016]) 
[designating a backup person means that an arrangement or agreement was made between both users, the 
user has to know the availability of the particular other user], but do not explicitly disclose a calendar 
icon. However, Jenkins discloses a calendar icon with associated messages (col. 14, lines 42-44). 
Therefore, it would have been obvious to one having ordinary skill in the art at the time the invention was 
made to include a calendar icon in Doss . One would have been motivated to do so in order to constantly 
remind the user about the scheduled event or meeting while performing a task, thus without any 
inconvenience of opening a separate application to obtain the same information. 

Claim 28: Doss and Becker disclose the method as in claim 14 above further comprising a particular one 
of the other users in the contacts list indicating that an event has been scheduled that involves both the 
user and the particular other user and enabling determination by the user that the calendar event involves 
the particular other user (p. 2, para [0016]) [designating a backup person means that an arrangement or 
agreement was made between both users, the user has to know the availability of the particular other 
user], but do not explicitly disclose displaying an icon associated with a calendar event. However, Jenkins 
discloses a calendar icon with associated messages (col. 14, lines 42-44). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to include a calendar 
icon in Doss . One would have been motivated to do so in order to constantly remind the user about the 
scheduled event or meeting while performing a task, thus without any inconvenience of opening a 
separate application to obtain the same information. 



15. Claims 29-36 are rejected under 35 U.S.C. 103(a) as being unpatentable over Doss (US 
2003/0046296 Al) in view of Jenkins (US 6,950,502 Bl). 
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Claim 29: Doss discloses a graphical user interface that enables a user to access an instant messaging 
service, the graphical user interface comprising: 
a window that includes: 

a contacts list listing one or more other users of the instant messaging service selected by the user 
as significant to the user, the contacts list being configured to make online presence information for the 
other users perceivable to the user(p.l, para [0007] and [0008]); and 

one of the other listed users indicating that an event has been scheduled that involves both the 
user and the other user and enabling determination by the user that the calendar event involves the other 
user (p.2, para [0015], [0016]) and (fig. 7) [designating a backup person means that an arrangement or 
agreement was made between both users, the user has to know the availability of the particular other 
user], but does not explicitly disclose an icon associated with a calendar event. However, Jenkins 
discloses a calendar icon with associated messages (col. 14, lines 42-44). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to include a calendar 
icon in Doss . One would have been motivated to do so in order to constantly remind the user about the 
scheduled event or meeting while performing a task, thus without any inconvenience of opening a 
separate application to obtain the same information. 

Claim 30: Doss discloses the graphical user interface as in claim 29 above, but does not explicitly 
discloses the icon, when selected by the user, opens or activates an application to view the calendar event. 
However, Jenkins discloses a calendar icon with associated messages (col. 14, lines 42-44). Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the invention was made to 
include a calendar icon in Doss . One would have been motivated to do so in order to constantly remind 
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the user about the scheduled event or meeting while performing a task, thus without any inconvenience of 
opening a separate application to obtain the same information. 

Claim 3 1 : Doss discloses a method comprising: 

providing an instant messaging system to a user (Page 1, Par. [0007]); 

displaying to the user of the instant messaging service a graphical user interface that enables the 
user to access the instant messaging service, the graphical user interface comprising a window that 
includes a contacts list listing one or more other users of the instant messaging service selected by the 
user as significant to the user (p. 1, para. [0008]), the contacts list being configured to make online 
presence information for the other users perceivable to the user and to enable the user to initiate 
communication sessions with the other users (p.l, para. [0007]); and 

displaying an icon associated with one of the other users in the contacts list indicating that an 
event has been scheduled that involves both the user and the other user and enabling determination by the 
user that the calendar event involves the other user (p. 2, para [0016]) [designating a backup person 
means that an arrangement or agreement was made between both users, the user has to know the 
availability of the particular other user], but does not explicitly disclose displaying an icon associated with 
a calendar event. However, Jenkins discloses a calendar icon with associated messages (col. 14, lines 42- 
44). Therefore, it would have been obvious to one having ordinary skill in the art at the time the invention 
was made to include a calendar icon in Doss . One would have been motivated to do so in order to 
constantly remind the user about the scheduled event or meeting while performing a task, thus without 
any inconvenience of opening a separate application to obtain the same information. 



Claim 32: Doss and Jenkins disclose the method as in claim 3 1 above, Jenkins further discloses 
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comprising displaying the calendar event in response to selection of the icon by the user (col. 14, lines 42- 
44). 

Claim 33: Doss and Jenkins disclose the graphical user interface as in claim 29 above, Doss further 
discloses the icon indicates that the calendar event has been scheduled by the other user (p. 2, para 
[0016]) [designating a backup person means that an arrangement or agreement was made between both 
users, the user has to know the availability of the particular other user. Therefore, the other user is also 
part of the event scheduling]. 

Claim 34: Doss and Jenkins disclose the graphical user interface as in claim 29 above, Doss further 
discloses the icon indicates that the calendar event has been scheduled by the user (p. 2, para [0015] and 
[0016]). 

Claim 35: Doss and Jenkins disclose the method as in claim 29 above, Doss further discloses the icon 
indicates that the calendar event has been scheduled by the other user (p. 2, para [0016]) [designating a 
backup person means that an arrangement or agreement was made between both users, the user has to 
know the availability of the particular other user. Therefore, the other user is also part of the event 
scheduling]. 

Claim 36. Doss and Jenkins disclose the method as in claim 29 above, Doss further discloses the icon 
indicates that the calendar event has been scheduled by the user (p. 2, para [0015] and [0016]). 



Response to Arguments 
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1 6. Applicant's arguments filed on 05/25/2007 have been fiilly considered but they are not persuasive 
but rather moot in view of the new ground(s) of rejection. 



17. The prior art made of record and not relied upon is considered pertinent to applicant's disclosure, 
a. Daniell et al. (US 2004/0054735A1) discloses multi-system instant messaging (IM). 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Phenuel S. Salomon whose telephone number is (571) 270-1699. The examiner can 
normally be reached on Mon-Fri 7:00 A.M. to 4:00 P.M.(Alternate Friday Off) EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Stephen Hong can be reached on (571) 272 4124. The fax phone number for the 

organization where this application or proceeding is assigned is 571-273-3800. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer 
Service Representative or access to the automated information system, call 800-786-9199 (IN USA OR 
CANADA) or 571-272-1000. A 



Conclusion 



PSS 

7/27/2007 




Supervisory Primary Examiner 



